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2008 PAPER D MARKING GUIDE

MARK

D1: (a) Can Mr. Robinson continue to manufacture and sell his canned drinks
without infringing claim 1 of Canadian Patent 2,XXX,999?  Provide reasoning for
your answer. 

Principles of claim construction: 2

Whirlpool and Free World Trust:

· language of the claims properly construed defines the monopoly

· claim language mist be read in an informed and purposive way, with a mind
willing to understand the patent

· claims must be construed prior to commencement of infringement analysis

· claims must be construed without reference to the impugned infringing device;
purposive construction is applied to identify the essential and non-essential
elements of the claims

· identif ication of the essential or non-essential claim elements is made:
(i)   on the basis of the common knowledge of the worker skilled in the art to
which the patent relates;
(ii)  as of the date the patent is published;
(iii) without resort to extrinsic evidence of the inventor’s intention
for an element to be considered non-essential and thus substitutable, it must be
shown either that:
(i)  on a purposive construction, of the words of the claim it was clearly not
intended to be essential, or
(ii)  at the date of publication of the patent, the skilled addressee would have
appreciated that a particular element could be substituted without affecting the
working of the invention, i.e., had the skilled worker at that time been told of
both the element specified in the claim and the variant and asked whether the
variant would obviously work in the same way”, the answer would be yes

· In this context, “work in the same way” should be taken as meaning that the
variant (or component) would perform substantially the same function in
substantially the same way to obtain substantially the same result

· onus is on the patentee to establish known and obvious substitutability at the
date of publication of the patent; if the patentee fails to discharge onus, the
descriptive word or expression in the claim is to be considered essential unless the
context of the claim language otherwise dictates

· the following three questions encapsulate the essence of the analysis:
(1)  Does the variant have a material effect upon the way the invention works? 
If yes. the variant is outside the claim.  If no:--
(2)  Would this (i.e. that the variant had no material effect) have been obvious
at the date of publication of the patent to a reader skilled in the art?  If no, the
variant is outside the claim.  If yes:--
(3)  Would the reader skilled in the art nevertheless have understood from the
language of the claim that the patentee intended that strict compliance with the
primary meaning was an essential requirement of the invention?  If yes, the
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variant is outside the claim

Principles of infringement: 1.0

· Issued patent provides patentee with exclusive right to make, use and sell in
Canada (s.42)
· Patent is infringed if the monopoly as defined by even one claim is infringed
· No infringement if an essential element is different or omitted
· There is infringement if a non-essential element is substituted or omitted
· Infringement may occur even if the impugned device includes elements which
are additional to those described in the claim

Claim 1 Construction

1. A pressurized package comprising: 
a sealed container having a primary chamber containing beverage having gas in
solution therewith and forming a primary headspace with gas at a pressure greater
than atmospheric; 
an insert member defining a secondary chamber containing beverage having gas in
solution therewith or gas at a pressure greater than atmospheric, 
· construe pressurized package
· ‘comprising’ is an open transitional phrase so package may include additional
elements

· any type of sealed container
· the headspace is the space between the top surface of the beverage and the
top of the container; unclear whether this is essential (would require expert
evidence)

· the secondary chamber is distinct from the primary chamber
· the beverage may include lager or beer, with CO2 and nitrogen in solution; the
beverage must be present; an empty can is outside the scope of the claim

2.0

said insert member including an upper surface and a tube-retaining member
projecting from said surface; and

· discuss whether the tube-remaining member must be distinct from the upper
surface, and whether “projecting” means projecting upwardly, downwardly or
sideways with specific reference to the patent
· discuss whether “a tube-retaining member projecting from said surface” is
essential or non-essential

2.0

a tube having a bore, 

· briefly discuss the tube and whether it is essential
recognize that a tube by definition includes a bore

0.5

one open end of the tube being received as a sealed press fit with said tube-retaining
member for the tube to extend upwardly within the primary chamber so that the second end
of the tube opens into communication with the primary chamber away from a bottom of the
primary chamber 

· discuss whether the “end” of the tube must be the end wall as seen in the
patent Fig. 1 (i.e. the actual end) or if this term could be construed to mean that the
end region of the tube fits in the member

2.0

and is in sealed communication between said one open end of the tube and the 2.0
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secondary chamber by way of a port within said tube-retaining member, 
· discuss the meaning of “port” and whether it is essential that the port is a
distinct element from the tube-retain member (as shown in Fig. 1 of the patent) or
whether it can be the same opening as the tube-retaining opening (as shown in Fig.
2 and 3 of the patent). 
· Note that the two embodiments in the patent supports a construction that
covers both
· Discuss whether the “port” can be any type of opening, such as the narrow gap
between the end of the tube and the bottom wall as in Figs. 2 and 3

said second end of the tube being spaced apart from the bottom of said secondary chamber, 

· discuss whether the meaning of “spaced apart” including whether the entire
tube must be fully spaced with a complete gap as seen in Figs. 1 to 3 of the patent. 

· alternatively recognize that this element could be construed to mean that the
upper end of the tube is located above the bottom of the secondary (lower)
chamber;
discuss whether “spaced apart” is essential or non-essential

2.5

and a gap between said secondary chamber and said tube , said gap allowing restricted fluid
communication between said secondary chamber and said primary chamber, said package
being openable to the primary headspace to atmospheric pressure 

· discuss whether it is essential that the gap be actually between the secondary
chamber and the tube, as seen in Fig. 1 of the patent, or can this gap be located
within the chamber, as seen in Figs. 2 and 3 with the gap located between a portion
of the chamber and the opening of the tube
· recognize that the “chamber” is defined by the walls of the insert, and so for the
gap to be between the chamber and the tube, it must be external to the chamber
· discuss whether it is essential that the gap is external to the chamber with
reference to the function of the gap and how the gaps shown in Figs. 1-3 all achieve
the same function

2.0

and said opening creates a pressure differential causing gas or beverage in the
secondary chamber to be ejected by way of said restriction and tube into the
primary chamber, said restricted fluid communication causing gas in solution from
said beverage to evolve therefrom thereby developing froth for the primary
headspace. 
· briefly discuss the functional aspect of the pressure differential and why it
creates froth
· recognize that this is an essential functional aspect of the invention

0.5

Claim 1 Infringement

1. A pressurized package comprising: 
a sealed container having a primary chamber containing beverage having gas in solution
therewith and forming a primary headspace with gas at a pressure greater than
atmospheric; 
an insert member defining a secondary chamber containing beverage having gas in solution
therewith or gas at a pressure greater than atmospheric,

· Frothy has a sealed container, can 1 of Frothy
· Frothy has a primary chamber, top chamber 4
· Frothy has beverage in solution and forming a primary headspace
· Frothy has an insert 7 

2.0
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· Discuss whether Frothy has an insert member containing beverage with gas in
solution.  It is shown in Fig. 1 of Frothy and also mentioned at page 8, 1st partial
paragraph

said insert member including an upper surface and a tube-retaining member projecting
from said surface; and

· The Frothy can has an opening within the upper wall 9A.  Discuss whether this
is a “tube retaining member” within the meaning of the claim
· Recognize that the inside wall of the opening projects downwardly from the
upper surface
· Recognize that this opening and its immediately surrounding wall projects
laterally from the surrounding portion of the upper wall 9

2.0

a tube having a bore, 

· recognize that it is present in Frothy

0.5

one open end of the tube being received as a sealed press fit with said tube-
retaining member for the tube to extend upwardly within the primary chamber so
that the second end of the tube opens into communication with the primary
chamber away from a bottom of the primary chamber 
· discuss the fact that the Frothy design shows the end of the tube extending tight
through the opening, and thus the end of the tube is not literally within the tube
retaining opening

2.0

and is in sealed communication between said one open end of the tube and the
secondary chamber by way of a port within said tube-retaining member, 
· discuss whether a “port” is present in Frothy with reference to whether the
opening in the wall 9 is a “port” and whether the gap between the base of the tube
and the bottom wall 9B of the insert is a port 

2.0

said second end of the tube being spaced apart from the bottom of said secondary chamber, 

· discuss whether Frothy has the “spaced apart” feature with particular reference
to the fact that the pointed end of the tube of the Frothy can touches the bottom of
the chamber

2.5

and a gap between said secondary chamber and said tube , said gap allowing
restricted fluid communication between said secondary chamber and said primary
chamber, said package being openable to the primary headspace to atmospheric
pressure 
· discuss whether the gap between the bottom end of the tube of the Frothy can
and the bottom wall 9B is a gap between the chamber and the tube

2.0

and said opening creates a pressure differential causing gas or beverage in the
secondary chamber to be ejected by way of said restriction and tube into the
primary chamber, said restricted fluid communication causing gas in solution from
said beverage to evolve therefrom thereby developing froth for the primary
headspace. 
· discuss whether the Frothy can is likely to achieve this result

0.5

D1: (b)  Do any of the proposed alternate designs infringe claim 1?  Provide reasoning for
your answer. 

Alternative design 1:  Fig. 3

· all of the elements present in the main design are present in the alternative
design of Fig. 3.  If the main design infringes, so to does Fig. 3

2.0
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Alternative design 2:  Fig. 4
all of the elements present in the main design are present in the alternative design of Fig. 4. 
If the main design infringes, so to does Fig. 4

2.0

D1:  (c)  Assuming Mr. Robinson infringes claim 1, what liability may he face? 

· an interim/interlocutory injunction
· a permanent injunction
· damages or an accounting of profits
· costs
· pre and post judgment interest
· reasonable compensation for pre-grant sales
· delivery up/destruction

2.0
(1/3 each)

D2:  Does Mr. Robinson’s present or alternate designs infringe any of claims 2-9 of
Canadian Patent CA 2,XXX,999?  Provide reasoning for your answer. 

· Recognize that even if claim 1 is infringed, claims 2-9 are not necessarily
infringed.

0.5

Claim 2 Construction

2. A package, as claimed in claim 1, wherein the insert has a bottom wall with
a recess opening internally. 
note the limitation that the insert has a bottom wall with a recess

0.5

Claim 2 Infringement

· Recognize that all of the Frothy designs have a well in the floor 9B of the insert,
which forms a “recess”

0.5

Claim 3 Construction

3. A package, as claimed in claim 2, wherein said tube-retaining member
comprises a boss that projects downwardly from said upper surface of the insert. 
Construe "boss" and discuss whether it is essential that this consists of a structure that
projects downwardly from the upper wall (for example, as in Figs. 2 and 3 of the patent), or
whether it can consist of the inside surface of the opening of in the upper wall, which
projects downwardly from the upper surface.  Discuss whether it is essential that the
relative configuration described in the claim is essential, or whether the boss could project
upwardly, for example as seen in Fig. 1 of the patent.  

2.0

Claim 3 Infringement

· For all of the above constructions, discuss whether the Frothy designs have a
"boss."   

2.0

Claim 4 Construction

4. A package, as claimed in claim 1, wherein abutment means is provided
which co-operates between the tube and the insert to locate the tube in the insert
and provide a restriction of predetermined dimensions. 
· construe "abutment means."  
· Discuss whether it is essential that this is a projecting member which abuts the
end of the tube (e.g. as seen in Fig. 1, element 25, or Fig. 3, element 13a?)   or can
this be another type of structure that serves the same function, but without abutting
the tube, for example by wedging the tube into a restricted opening, as in Fig. 2 of
the patent   
· Discuss whether "abutment means" has a broader definition than, for example,
"abutment  member."   

2.0
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· Recognize that if the abut means can consist of a restricted opening, that this
provides a restriction of the tube, by compressing it radially. 

Claim 4 Infringement

· Recognize that the upwardly projecting boss 20 of Frothy could be an abutment
means, if one construes "abutment means" broadly to include any structure which
serves the function of limiting the downward movement of the tube, even though it
does not actually abut the tube but wedges into the tube.  
· Discuss whether this member provides a restriction.  

2.0

Claim 5 Construction and Infringement

5. A package, as claimed in claim 4, in which said abutment means is within the
secondary chamber. 

· No particular issues of construction or infringement.  Recognize that if claim 4
is infringed, this claim will probably also be infringed. 

0.5

Claim 6 Construction

6. A package, as claimed in claim 1, in which said insert has an upstanding abutment
means and said gap comprises a space between said abutment means and said open end of
said tube.

· Construe "upstanding abutment means."  Recognize that this is a different
abutment means from claim 4, and it need not contact the tube.  
· Discuss what this "abutment means" is supposed to abut.    
· Construe "upstanding," namely whether this implies a vertically-projecting
element as in part 27 of Fig. 1

2.0

Claim 6 Infringement

· Discuss whether the sloping floor of the recess within the Frothy insert of Fig. 3
is an "upstanding abutment means."  

1.0

Claim 7 Construction

7. A beverage package, as claimed in claim 6, in which said insert has an
upstanding spigot engaged to said tube, said spigot cooperating with said abutment
means to retain said tube and restrict said fluid communication.
· recognize that if claim 6 is not infringed, claim 7 is not infringed.  
· Construe "spigot," for example by reference to element 15 of Fig. 1.  
· Recognize that a spigot may be broadly defined as a hollow element for
channeling liquid.  
· Discuss whether it is essential this element take on an essentially tubular
configuration, or whether another configuration with a similar function could be
within scope of claim.  
· Discuss whether it is essential that the spigot and the abutment means consist
of separate members 

2.0

Claim 7 Infringement

· Note that the final design of the Frothy can has an upstanding member that
could serve the function of a spigot in that it channels liquid into the tube.
· Discuss whether this non-hollow, cruciform member could be within scope of
"spigot." (with reference to Baxter v. Travenol).  
· Discuss whether the spigot and the abutment means can consist of the member
20 of the last version of the Frothy can. 

2.0

Claim 8 Construction
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8. A beverage package, as claimed in claims 1 to 7, in which said insert includes
means for maintaining fluid flow communication between the bore of the tube to said
second end of the tube and said secondary chamber by way of said restriction. 

· construe the "means for maintaining fluid flow communication."  
· Recognize that pursuant to the principle of claim differentiation, the "means"
described in this claim should represent a physical structure that is distinct from the
gap described in claim 1.   For example  this could consist of the upstanding
element 25 of Fig. 1 of the patent which fits inside the bore of the tube.  

2.0

Claim 8 Infringement

· Discuss whether any elements of the Frothy could consist of such "means.  "
For example, the  upstanding peg 20 could be such a "means," with the physical
structure being distinct from the gaps between the cruciform vanes or the restricted
gap formed where the tube passes through the opening in the upper wall 9A.  

2.0

Claim 9 Construction and Infringement

9. A beverage package, as claimed in claim 6, in which said one open end of
the tube is press fitted onto the spigot for retention of the tube to the insert.
Note the error - it should depend from claim 7.   

1.0

D3: (a) Can Mr. Robinson continue to manufacture and sell his present canned drinks
in Canada without infringing claim 10 of Canadian Patent CA 2,XXX,999?   Provide
reasoning for your answer.  

Claim 10 Construction

· Discuss the structural elements in claim 10, with particular reference to the
"port" and "socket", and whether these must constitute 2 separate structures.

· Discuss whether "port" has a different meaning from claim 1.  

· Construe whether the socket can consist of an opening the upper wall, and the
port can consist of a gap or opening elsewhere through which the liquid must flow.  

· Discuss and in particular reference the restricted fluid flow provided by the
bore.  

· Discuss whether it is essential that the steps in the method be performed in the
order described in the claim

1.0

1.0

0.5

0.5

1.0

Claim 10 Infringement

· Discuss whether the Frothy can contains the "port" and "socket", either in the
form of a single opening in the upper wall 9A which serves both functions, or the
opening being the socket, and the gap at the base of the tube being the "port."  

· Discuss whether the inward radial constriction of the Frothy tube when inserted
into the opening meets the restricted fluid flow limitation.  

· Discuss whether it is essential that the steps in the method be performed in the
order described in the claim, and whether infringement may be avoided by first
fitting the insert into the can and then inserting the tube. 

1.0

1.5

1.5

D3: (b) Assuming the manufacture and sale in Canada were to infringe
claim 10, what would be the result if the manufacturing of the beer cans took place

2.0
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by Holson Ex in Germany, and Holson Ex imports these for sale in Canada?
· Discuss the "Saccharine Doctrine" and its effect in this case, namely that
infringement can occur by a person who sells in Canada a product which has been
made abroad by a patented process, and imported into Canada.

D4: Assuming that Mr. Robinson wishes to make and sell a product in Canada that is
within the scope of the claims of the patent, what avenue(s) other than attacking the validity
of the patent could Mr. Robinson pursue to avoid infringement?   Please make specific
reference to the relevant section(s) of the Patent Act. 

· He could apply for a compulsory license under s. 65 of the Act.

· He could apply to a court for a declaration of non-infringement

· He could apply to a court to have himself named as a co-inventor/co-owner
of the patent, Patent Act, s. 31. 

0.5

2.5

D5. Mr. Robinson orders the file history of the issued US counterpart patent to
Canadian patent CA 2,XXX,999.  He discovers a piece of prior art which predates
the priority date of the Canadian patent and which was not cited during its
prosecution.   You review the prior art and conclude that this could have resulted in
narrower claims in Canada, had it been cited during prosecution.  

 What avenues would be open to Mr. Robinson and Mr. Brun Bottle within the
Patent Office, in respect of this prior art?  

· For Mr. Robinson, he could apply to have the patent re-examined, pursuant to
s. 48.1 to s. 48.5 of the Act.

· For Mr. Brun-Bottle, he could also apply to have the patent re-examined
pursuant to s. 48.1 to s. 48.5 of the Act, or enter a disclaimer to narrow the
claim scope, pursuant to s. 48 of the Act.  It is too late for reissue, needed
to be done prior to March 19, 2007 (four years from issue date) Note: since
this last is not an available option, candidate need not mention this option.

1.0

3.0

 D6
(a) A PCT application was filed on August 1, 2006 and entered the
Canadian national phase on February 1, 2008.  Prior to the filing date of the
PCT application, the inventor executed an assignment of the invention to
ABC Corporation which covers Canadian rights.  The Applicant named in
the application is ABC Corporation.  What are three possible options for
satisfying the title document requirements of the Canadian Patent Act?   

· 1.  File the assignment; 2.  File a declaration of entitlement; 3. File an
affidavit/statutory declaration attesting to chain of title; 4. File other
evidence to the satisfaction of the commissioner, e.g. employment
agreement

3.0

(b)  Would your answer change if the PCT application was filed on August
1, 2007?   

1.0
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· After that date, one must file a declaration of entitlement (filing of an
assignment is optional; candidate need not state this).

 D7  
(a)  What are two types of claim subject which would make a patent eligible
for listing on a patent list?  

· Claims to any two of: the medicinal ingredient; formulation; dosage form; or
the use of the medicinal ingredient 

2.0

(b)  What is the deadline for filing a patent list?  

· At the time of filing a new drug submission or supplement to a new drug
submission, or within 30 days of the issuance of the patent if the application
for the patent was pending at the time of filing the NDS/SNDS 

1.0

(c)  With whom is a patent list filed?  

·  Minister of Health 

1.0

D8  
Explain the following:

(a) The Gillette Defense 

·  A claim is deemed to be not infringed by something that duplicates the
prior art; one need not determine validity or infringement of the claim in this
case, since  "that which infringes if later, anticipates if before" 

1.0

(b) The Saccharin Doctrine  

·  A product made abroad by a process patented in Canada will infringe the
claim if imported into Canada.  A patent is infringed by an act which
deprives the patentee of the benefit of the patent. 

1.0

D9  
A client informs you that they have recently developed a new windshield wash
solution, consisting of three different liquids mixed together.   Three months ago
they shipped a few drums of the new product to a potential customer for them to
bottle and sell to consumers as a pilot marketing effort.  The pilot was a great
success, and all of the solution was sold to customers.    Now your client wants to
patent the new product in several key markets.  Although there was no evidence
that the customer did anything but sell the product to customers, your client tells
you that a highly skilled chemist could in principle separate out the three ingredients
and, given enough time, figure out the recipe.  

(a) Was there a public disclosure of the invention?  Briefly explain why
or why not. 

·  Yes, there was probably a public disclosure.  If  one skilled in the art could
have determined the invention by reverse engineering from the publicly
available source, there has been a public disclosure of the invention.  See

2.0
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Baker Petrolite v. Canwell (FCA).  On the other hand, one could argue that
if it was very difficult to figure out the recipe and required a great deal of
experimentation, that there was not a public disclosure.

(b) If there was a public disclosure, can your client now patent the
invention in the following countries/regions: (0.5 mark each)
- Canada  YES
- United States YES
- Australia YES
- Japan NO

2.0

D10 
Your client has patented a new long-life filament for a light bulb.  However, the
filament only works better than conventional filaments if the wattage is less than 60
watts.  A competitor has been found to make a bulb which uses the patented
filament, but their bulb is a 100 watt bulb, and so they do not obtain any special
advantage from the new filament.   Your client does not itself make any bulbs, but
merely owns the patent.

(a)  Is it likely that your client can obtain an interlocutory injunction?

·   No.

0.5

(b)   After a lengthy and costly trial, the competitor has been found to
infringe your patent.  Can your client recover its damages? 

·  Yes

0.5

- the defendant’s profits?

· Normally yes [Note: pursuant to Monsanto v. Schmeiser, profits would
probably not be awarded in these particular circumstances,  In light of the
obscure nature of the question, it was decided to award full marks
regardless of the answer given.

0.5

- a permanent injunction? 

·  Yes

0.5

 D11 
Your German client calls you one morning in a panic.  He received a Notice of
Allowance from you for a Canadian patent application, but forgot to send you
instructions to pay the final fee.  As a result the application went abandoned.  It is
now two weeks away from the end of the 12 month period for reinstatement.  Your
associate now wants to add several important claims that were omitted from the
application.  

(a) Advise your associate what, if anything, can be done. 

·  Immediately request reinstatement and pay the final fee (and
reinstatement fee).  The amendment can be made at the same time.  The

1.0
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application will be subject to further examination.
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(b) Would your answer change if you received the claims immediately
after receipt of the Notice of Allowance? 

·  Yes, in that case, I would submit the amended claims and wait for entry of
the amended claims, prior to paying the final fee.  

· No, I would do the same to ensure that the amendment will be entered
Either answer is acceptable

1.0

D12  
Your client, Pharma Inc, has a Canadian patent whose claims include a broad
genus covering many thousands of pharmaceutical compounds and claims to use
of the compounds of the genus to treat cancer.  The specification, however, only
exemplifies a hundred compounds for treating a select number of cancers.  Could a
competitor obtain a patent for its own compounds that fall within the genus, but
which are not exemplified in the patent?  If your answer is yes, how could this be
done?

· Yes, the competitor could apply for a selection patent, if the new
unexemplified compounds exhibited unusual or unexpected properties from
the known members of the genus.

2.0

D13 
(a) What does Rule 92 bis of the PCT regulations allow you to do? 

·  Allows the applicant to record changes to person, name, address etc. with
the International Bureau.

0.5

(b) You file a PCT application without fees.  How can this be remedied
and when?  

·  The fees can be paid up to 1 month after the date of f iling.

0.5

D14  
You file a PCT application at the Canadian receiv ing off ice.  Which of the following
claims types will be included in an international search?

· methods of medical treatment of living humans and non-humans intended

to improve the function or health of a living part of a body which include the
manipulation of the body or its organs or tissues using electrical or
mechanical means for the prevention or treatment of pathological
conditions;  NO

· surgical methods (invasive procedures) NO

· methods of use claims and use claims including manipulative steps. NO

· diagnostic methods; YES

3.0
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· cosmetic methods; YES

· methods of treatment of animals to derive an economic benefit; YES

 D15  
As of May 1, the London Agreement will come into force in Europe.  Briefly explain its
main advantage for patent applicants.

·  The main purpose of the London Agreement is to reduce costs by
providing a cost-effective post grant translation regime for validating a
granted European patent within countries that are party to the Agreement. 
Parties to the Agreement have agreed to waive or limit the requirement of
translation of granted European patents.

1.0
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