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Avis important:
Ce document est publié en guise de courtoisie.
A noter que I'OPIC est tenu de respecter le choix de la langue des intervenants en publiant les
commentaires en version originale.
Les commentaires joints sont dans la langue dans laquelle ils ont été soumis a 'OPIC.

Important Notice :
This document is provided as a courtesy.
Note that CIPO must respect the client’s choice of language and will publish their comments in
the original language.
Therefore, comments below are in the language in which they were submitted to CIPO.
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Gilen B. Tremblay
ghtremblayi@smart-biggar.ca
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Canadian Intellectual Property Office oL | - 246-. 08
Industry Canada el D0011 37515
Attn:NancyBoucherfAndréRou’sseau e o

50 Victoria Street, Place du Portage, Phase L, 3™ Floor T
Gatineau, Québec

August 25, 2008

Dear Madam / Sir:

Re: Proposed Amendments to Electronic Payment and Deposit Account Practices

1 am writing on behalf of Smart & Biggar and Fetherstonhaugh & Co. in respect to what
we understand are consultations on proposed changes to electronic payment and Deposit
Account practices as described in your letter of July 23, 2008. We believe that these
proposed changes would severely reduce our firms® operational efficiencies and introduce
significant financial control risks. We write to voice our strong support for maintaining
the current arrangements for both the use of Deposit Accounts in on-line transactions and
for use of credit cards in the replenishing of Deposit Accounts, but with the changes as
suggested below.

For agency firms such as ourselves, the volume of online transactions in terms of
frequency of use, total dollar value and number of staff involved is quite substantial and
is increasing rapidly. We believe that significant financial control risks would be
introduced should the “request to access deposit account” payment option be eliminated.
Specifically, this would result in at least 2 dozen individuals being required to have
continuons access to our firm’s credit card account(s), which as you know would by
necessity have a very high value, leading to potentially harmful consequences.

Furthermore, the resulting decentralization of online transactions would create accounting
difficulties in respect of accurate matter identification and recording of disbursements.
This issue is integral to our billing practices and hence our client’s trust and satisfaction
with our firm.

Ottawa | Toronto | Montreal | Vanceuvar



Our Ref 59999-7.13 _2. SMART s BIGGAR

We understand from CTPO’s aforementioned letter of July 23, 2008 that CIPO has
experienced difficulty in the past in managing certain parties’ deposit accounts as a result
of those accounts being in a state of deficiency. We are certainly supportive of CIPO
choosing to no longer engage in secking alternative sources of payment for short falls
discovered with deposit accounts. However, the changes suggested by CIPO appear to
punish all users of the deposit account process, including those for which such
deficiencies have not been a problem in the past. Overall, we would suggest that to the
extent CIPO wishes to make a change in its procedure, it be limited to CIPO no longer
taking steps to seek alternative sources of payment when a deposit account is deficient as
described above. At the very least, it is suggested that this more limited change be
implemented initially in the hepe that it would adequately address CIPO’s concerns and
avoid the need for the more drastic changes that CIPO is proposing.

The use of credit card payments in replenishing our deposit account has provided a highly
efficient and convenient method of payment, which in the case of agency firms such as
ourselves, translates into a cost effectiveness and efficiency visible to our clients.
Moreover, usage of credit cards in replenishing deposit accounts is a highly secure form
of payment, far better that payment by cheque. Proceeding in the manner as we propose
above, will allow CIPO to address the “challenges™ that it has faced in the past in respect
of deficient deposit accounts, while at the same time maintaining the advantages that the
present deposit account system provides to intellectual property applicant/owners and
their respective agent firms,

We appreciate being given advance notice or these proposed changes and the opportunity
of providing submissions. However, we believe that should CIPO choose to proceed with
its proposed changes, significantly more time would be required to implement the
necessary significant changes to our operations than the January 1, 2009 start date would
provide. We would ask that any such changes not become effective for, at a minimum, a
period of one year.

We would very much appreciate the opportunity of directly discussing this matter with
you further, and would ask that the undersigned be contacted in this regard.

Yours very truly,

SMART & BIGGAR

CBT/mlg Glen ¥ Tremblay
Partner



ral

MOFFAT & CO.
Patent & Trademark Agents

F.On Box 2088, Stabion D
1200 - 427 Lanrier Avenue W,

Orezwa, ON, Canada KI1P 5%W3 [ AR TD
; e T 2008/08/25
w613 2317302 l I
f 513.235.2508 Mmm I 239_ 08
www.moffatco.com
A001130973

CIFO CFIC

August 25, 2008

Canadian Intellectual Property Office

Industry Canada

50 Victoria Street, Place du Portage, Phase |, 3" Floor
Gatineau, QC K1A 0C9

Canada

Aftn: Nancy Boucher / André Rousseau
Dear: Ms. Boucher / Mr. Rousseau

Re:  Consultation Document )
Amendments to the Electronic Payment and Deposit Account Praclices

A consultation document has been prepared relating to amendments to the electronic payment
and deposit account practices. CIPO has requested that any views we would have on the
matter be submitted to them by August 31, 2008. We have the following comments.

CIPO Commitment

In the consultation document, CIPO states that "We are committed to providing clients with
easy and secure electronic access to client-centered services”. CIPO also states that they are
considering a fully integrated elecironic deposit account system similar to the model in the
United States Patent and Trademark office. Accordingly, the amendments being considered by
CIPO appear to be transitional in nature. Other significant amendments in which new
procedures will be introduced, will appear in the near future.

Summary of Impact on our Practice

(1)  The proposal, from our perspective, will not be easy. It is more complex, and will add to
administrative duties.

(2) The proposal, from our perspective, will be less secure than the present system.

John 8. Macera’, Andrew K. Jarzyna, J. Kevin Carton?, Gary K. Arkin, Elizabeth G. Elliott’, Barry E. Hutsel, James R. Palmer, Joseph L Ulwr
Susan D. Beaubien, Howard P. Knopf, Adele J. Finlayson, Amy M. Thomas, Eduardo L. Fonseca, Heather L. Boyd, Sandra M. Ward

'Certified by the Law Society as a Specialist in Intellectual Propefty (Patents, Trademarks, Copynight) Lavs.
Centified by the Law Scciety as a Speciaiist in Intellectual Property (Patent) Law.
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(3) H is our view that a transitional setup is counterproductive. There should only be one
transition from the current system to a more permanent system.

(4) Lastly, the administrative challenges encountered by CIPO arising from D/A's can be
rectified by precluding use of D/A’s by persons or firms who abuse this privilege.

"EASY"
First we will deal with CIPO's commitment that the proposed transitional system will be "easy".

The current system satisfies the requirement of "easy" with respect to our firm’s practice. By
way of background, our firm has a deposit account, and our typical monthly expenses are more
than $100,000.

In migrating to the proposed transitional system, CIPO has advised us that deposit accounts will
continue to exist, but can only be used for paper-based filing. CIPO has removed the
convenience of using a deposit account in respect of online filings. This not only makes the
system more complex, but also is something that we really do not understand.

Although there may be somewhat different procedures in using a depasit account for an online
filing as opposed to using a deposit account for a paper-based filing, we do not understand why
removing access to the deposit account function will, for online services, satisfy CIPO's
commitment of making things easier. If the deposit account is available for paper-based
services, then it should also be available for online services. Moreover, it is important to note
that the model in the United States patent and trademark office includes access to a deposit
account in respect of filing either online or by a paper-based method.

We note that CIPO is removing the option to replenish deposit accounts by credit card. While
we do not understand why this will make the system "easier”, it is our view that repienishment of
deposit accounts can be done in may ways and that the scle responsibility lies with the holder
of the deposit account. Replenishment in any manner will not increase our administrative
duties. We anticipate that in the near future, it will be possible to replenish the deposit account
by wire transfer or through a link to our online banking which would enable the transfer of funds
to the deposit account. [If this is the case, again we do not see why the utilization of the deposit
account is being removed in respect of online services, and yet being retained for paper-based
services.

We do not understand why paper-based filings are more expensive than online filings. CIPO
has a mandate to provide services to the public, and a differentiaticn in cost for the same
service makes CIPO seem more like a profit centered business than a government providing a
service. CIPO should provide the same services at the same cost to Canadians who do not
use the internet, or do not have a credit card, or simply choose to use paper rather than bytes
and bits. For example, Revenue Canada does not add a surcharge of $50.00 in a taxpayer files
a paper based Tax Return instead of filing online.

Given the fact that a paper-based filing is 25% more expensive than an online filing, in order to
be competitive, our firm must file applications cnline, and use online services. CIPO wants to
transition to a state of affairs whereby the only option with respect to online services will be
paying by credit card. Given the very high credit limit that would be required by such a credit
card, and the fact that the it will have to be utilized by most of the employees in our firm in









Dear Sirs/Mesdames:

As | read this document, which | received todag, phoposed changes relate only to deposit account
payments. Many years ago, when payment by VisdR®Gvas introduced, the undersigned opted to pay
only that way, as deposit accounts have seriougcgimings in the modern eraincluding that one does
not know if there are sufficient funds in the aaabwithout having administrative checking and faltoip,
and there is extra administrative overhead issairdjfollowing up on cheques to replenish the deposi
account. | and my firm indicate in each piece afegpondence with you, where payment is requiteat, t
the payment and any refund/shortfall are to begdthon or to our Visa card. This has been my paitson
practice for many years. | note also that with saVGard one can check account status easily, i.e.
administrative control aspects are in place.

A deposit account simply involved too much admitaisbn, so | have used Visa for years. | applaueCCl
trying to reduce its own administrative burden bgucing the availability of deposit account payrsent
and support you in that regard.

Yours very truly,

Andrew Frei

Dale & Lessmann LLP Lawyers and Trade-Mark Agents
181 University Avenue Suite 2100

Toronto, Canada M5H 3M7

Tel: (416) 601-6838 Fax: (416) 863-1009 E-mailea@dalelessmann.com Web: www.dalelessmann.com

K*kkkkkkkkkkhkkkhkkkkhkkkkkkhkkkk



ATTN TO: Nancy Boucher/Andre Rousseau
COMMENT/QUESTION from Victoria Donnelly

On page 2 of the proposed amendment, it is mentioned that "CIPO will no longer maintain a list of
credit cards on file".

It would be appreciated if you could clarify if the following practice of payment will be eliminated
or not.

In our office, we submit most of correspondences to CIPO by fax and pay exclusively by credit by
using the following phrase:

"Please charge $XXXX to the credit card of Victoria Donnelly, details of which are stored with the
finance department at CIPO".

This is a fairly safe way of using credit card, where the credit card number is only stored at the
finance department at CIPO. It ensures that credit card information is not exposed to multiple
departments at CIPO (fax/mail room, scanning, etc), and therefore minimizes probability of
inadvertently making the credit card information exposed to the public, which can lead to identity
theft.

It would be very much inconvenient if this way of payment by credit card is eliminated in the
future. If possible, please keep it alive.

Regards,
Victoria Donnelly.

Dr. Victoria Donnelly

IP-MEX Inc.

Tel: (613) 831-6003

Fax: (613) 831-3329

E-mail: vdonnelly@ip-mex.com
Mailing address:

Kanata South Business Park

150 Terence Matthews Cres.

Unit D2, Second Floor

Kanata, Ontario K2M 1X4 Canada
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As discussed in our telephone call, there is probiéth the proposed amendments to the proposed
electronics practices policy.

The system requirements to pay by credit card wisémy Macintosh only permit usage with Explorer and
Netscape when using Mac OSX. It does not permigaiséth either Safari or at least Firefox. Netscegpe
now defunct as a browser and Explorer 5.2 is aategiand no longer supported by Microsoft. Virtyall

all Mac users use either Firefox or Safari.

If you want to move to your proposed method of grpant, | suggest that you also need to enhance your
system requirements to allow payment by credit bgr&afari 2.0 or Firefox. The IT personnel have
known about the Macintosh issues since the verinbatyy, and yet despite "examining" the problemrove
the years absolutely nothing has been done. Viyttia¢ entire commercial world now have the online
credit card payment systems in place to allow Msarsithe ability to make e-payment credit card peaym
through the use of Safari 2.0 and when for anyae&afari has proved unworkable from the commercial
vendor's system standpoint, they have developddragsso as to permit payment by Firefox. The United
States Trade Marks Office allows Mac users to wfars2.0 or Firefox when filing a trade mark
application and paying by credit card. Air Canaliiaves Firefox to be used when paying by credit dard
an online reservation. The Canada Revenue AgefmysaMac users to use Safari or Firefox for all CRA
online filings. [see extracts from their Websitesdw].

Macintosh is a legitimate operating system andTheeople have simply decided not to seriously wank
and address the problem even though they have kabaut the issues for 5 or more years, being conten
to use defunct or antiquated browsers (that vilguad Mac user uses).

There is no way that a commercial online vendohsagcAmazon.com would exclude customers who use
Macintosh. You may say that most law firms do re WMacintosh, but if you are developing a creditica
payment system for the public, your universe oeptil users cannot be restricted to merely lamdir

The critical point is this - the public at largestevery right to be able to pay online by crediicand Mac
uers are legitimate segment of computer usergydest that you cannot move to your new proposed
system until you in fact allow Mac users to be ablpay by credit card online with at least Firetmd if
possible Safari ; otherwise you are not enablingeanber of the public who is a Mac user to fileaalér
mark application electronically.

Further, there are cost savings by allowing a Mgar to file a trade mark application electronicalith
Firefox or Safari 2.0 since if such a person filéth a paper application and has 5 or 6 pages of
wares/services, an employee has to manually tygtariformation into the system and if there aretakiss
they will have to later correct those mistakes.

Mac Safari and Firefox are now standard browsamutghout the online commercial world (Amazon allow
payments to be made through the Firefox and Shifawsers; Air Canada allows payments to be made
using Firefox) and there really is no excuse &tethese years of the government examining thélpro
why you have not developed a way to remedy thiblpro. It may take some IT programming but with the
number of Mac users now it is the government thaibiw using antiquated systems.

As noted above, to file a trade mark applicati@tbnically in the United States, a Mac user canlpy
credit card when using Safari version 2.0 or Fixefd [see page below listing their system
requirements).

In summary, | do not believe you can move to yawppsed method of e-payment, until you also update
your system requirements so that Mac OS X userg)ileast Firefox can pay by credit card othezwis

11



segment of the population will not be able to pgtedit card when filing a trade mark applicatam
therefore they will not be able to file electroriga

ERIC SWETSKY, Barrister & Solicitor, Trademark Agen t
Law practice specializes in: "advertising, marketin g, trademark and copyright law"

25 Sylvan Valleyway, Toronto, Ontario Canada M5M 4M 4
Telephone: 416-787-4376; Fax 416-787-3538

Website: www.advertisinglawyer.ca
E-mail: eric@advertisinglawyer.ca

This E-mail message is confidential and may contain solicitor/client privileged information intended o nly for its proper recipient.
If you are not the intended recipient, you have rec  eived this E-mail message in error and are hereby n  otified that any use, review,
dissemination, forwarding, printing or copying of i t, or information contained within it, is strictly prohibited. If you are not the
intended recipient of this email message, please no  tify me by return e-mail and delete this communicat ion and any copy
immediately. Thank-you.
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Cher Madame, Cher Monsieur,

Suite a votre lettre du 23 juillet 2008 concernant les pratiques relatives au paiement électronique
et aux comptes de dép6t, veuillez trouver ci-aprés mes commentaires.

La majorité, voir méme la totalité des transactions effectuées par mon bureau a I'égard des
demandes canadiennes se fait en ligne. Les paiements sont effectués par carte de crédit. Le
processus de paiement en ligne par carte de crédit est efficace et commode, et fonctionne autant
avec Internet Explorer qu'avec Firefox. Les types de cartes acceptées sont appropriés
(MasterCard, Visa et Amex). Ce mode de paiement convient parfaitement a nos besoins. De
plus, le fait de pouvoir autoriser le Commissaire de prélever toute somme manquante sur le
compte d'une carte de crédit déja en dossier permet de réduire les risques a cet égard.

A mon avis, c'est a la firme ou a l'agent qu'incombe la responsabilité que le crédit nécessaire aux
paiements par carte de crédit soit suffisant.

En ce qui concerne un compte de dép6t, il n'est pas utile de gérer un tel compte pour nous et ce
type de mode de paiement peut fort bien étre tout simplement retiré. J'abonde donc dans le sens
des changements projetés par I'OPIC.

En ce qui concerne le dépdt de demandes PCT, puisque I'OPIC ne permet pas pour l'instant de
procéder en ligne, mon bureau procede sous forme papier en incluant un chéque couvrant les
taxes exigées. Ce mode est fonctionnel mais nécessite de ma part de me présenter en personne
au Bureau régionnal de I'OPIC a Montréal (je ne prends pas de chance avec le dépdt via Poste
Canada car les échéances sont généralement serrées). J'espéere que le dépbt en ligne de
demandes PCT pourra se faire bient6t.

De plus, je profite de I'occasion pour souligner mon entieére satisfaction a I'égard du processus de
dép6t en ligne, qui permet de joindre non seulement les documents de base mais également
d'autres documents utiles comme des déclarations, en format pdf. Je tiens a préciser que je ne
suis aucunement intéressé a utiliser un logiciel spécifigue comme PCT-Safe qui m'apparait
compliqué et peu convivial. J'espéere que I'OPIC poursuivra la modernisation des transactions
électroniques dans la direction actuelle.

S'il y a quoi que ce soit, n'hésitez pas a me contacter.
Je vous prie d'agréer I'expression de mes sentiments les meilleurs.

Luc Morin, ing.

Agent de brevets

MORIN IP/PI

514-875-1551

lucmorin@morinip.com <mailto:lucmorin@morinip.com>
www.morinip.com_<http://www.morinip.com/>
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Re: Announcement of Consultation Period and Upcoming A mendments to the
Proposed Electronic Payment and Deposit Account Pra  ctices

From the proposal, it appears that all future electronic payments will have to be made via
credit card rather than deposit accounts. Does this mean that each time a payment is
made, the credit card number, etc., will need to be entered on the hard copy document or
online? The problem with this scenario is that our firm's filings are effected by our
administration staff who do not currently have the credit card information, and for security
and privacy reasons, we do not wish them to have the credit card information. And, since
all CIPO files are open to the general public, we are extremely concerned that our firm's
credit card information is readily available for all to see.

Furthermore, having to enter a credit card number, etc., each and every time lends itself
to errors in the data entry process.

Please confirm exactly what CIPO has in mind for this process. Thank you.
Gladys Tibbo Witt (Ms.)

Partner
gtibbowitt@shapirocohen.com

Telephone: (613) 232-5300 Direct Ext: 324
Facsimile : (613) 563-9231

Shapiro Cohen, Canada

Courier: 349 Terry Fox Drive, Kanata (Ottawa), ON K2K 2V6
Mail: P.O. Box 13002, Kanata, ON K2K 0OE2
www.shapirocohen.com
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Bonjour,

Pour faire suite a votre consultation relativement au paiement électronique et compte de dépot,
Voici nos commentaires:

-Comme tous les services ne sont pas encore accessibles électroniquement, le compte de dépdt
est encore utile pour nous, surtout si vous ne garder par une liste des numéros de carte de crédit.
En effet, nous ne trouvons pas sécuritaire et pratique le fait de devoir vous retransmettre notre no
de carte de crédit a chaque transaction.

-Le plus gros inconvénient avec le paiement électronique par carte de crédit actuellement est
gu'il n'y a aucune référence pour faire le suivi. Le recu indique que le montant et la date. Avec le
compte de dépdt, il est plus facile de faire le suivi des transactions car notre no de réf. et un détail
des transactions sont inscrits dans I'état de compte. |l faudrait que le recu prévoie un espace
pour écrire une référence.

Si vous ne gardez pas un numéro de carte de crédit pour réapprovisionner le compte de dép6t, il
serait souhaitable que nous ayons acces en ligne a notre compte de dépot pour faire le suivi et
s'assurer gu'il y a toujours des fonds. Minimalement, il pourrait y avoir une application sur votre
site internet qui nous permet de voir le solde du compte et de réapprovisionner notre compte en
ligne par carte de crédit.

- Plut6t que d'avoir un acces en ligne a notre compte de dépét, il serait encore plus souhaitable
d'avoir un acces en ligne a toutes les transactions effectuées par no d'agent qu'elle ait été
payées par compte de dép6t ou par carte de crédit.

Nous vous remercions a I'avance de bien vouloir tenir compte de nos commentaires.
Salutations distinguées,

Caroline Guy

Agent de marques de commerce / Trade-mark Agent

C.R.A.C. Centre de Recherches et d'Analyses sur les Corporations
C.R.A.C. Corporate Research and Analysis Centre

1080 Beaver Hall Hill, #1717, Montréal, QC. H2Z 1S8

Tél. : 514.861.2722 / 514.861.2799 #356 / 1 800 361.5744

Fax : 514.861.3266

Email : cquy@crac.com

WWW.cCpi-ipc.com / www.crac.com
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With respect to the proposed changes to CIPO’drelgic payment practices, | am writing to object to
CIPO's refusal to maintain a list of credit cardsfible. The requirement that payment be made iashga
either: a. submitting a “payment form” of some kind b. specifying the payment information in caagr
correspondence, is not acceptable in that it witlecessarily expose my office’s credit account rensito
public disclosure. Frankly, | am appalled that CIR43 undertaken to pursue overdue credit paymionts f
other practitioners in the past and that tax del@ere expended in this effort. The onus shouldlaeed
squarely on counsel’s shoulders to ensure thatgh®yide valid means of payment in a timely manner.
However, | urge CIPO to reconsider its plans teaiginue the list of authorized credit cards foemwone

- at least until all submissions to CIPO can bedfitlectronically and firms can use the secure paym
option available for such filings. Thank you fomsidering the foregoing.
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